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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 8 recites the limitation "the surface matrix" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. It is unclear whether "the surface matrix 
refers" to the oleophobic inorganic membrane, or the perfluoroalkyi compound formed 
as a surface-modification to the oleophobic inorganic membrane, or something else 
entirely. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claim 1,4-6 and 9-19 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Kashino at al. (WO 2003/069709A1 ; see U.S. Pub No. 2005/01 00773A1 for English 

translation). 

Regarding claims 1, 9 and 13, Kashino teaches a liquid fuel cell comprising a fuel 
tank 3 and a gas-liquid separation hole 6b (vent) having a detachable gas-liquid 
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separation film 6a. A porous fluorocarbon resin film (inorganic membrane) treated to be 
oil repellent, or a laminate composite (inorganic membrane), treated to be oil repellent, 
can be used to form the separation film 6a. The porous fluorocarbon resin film treated 
to be oil repellent can be produced by forming on the fluorocarbon resin film a polymer 
coating film having, most preferably, perfluoroalkyi groups (perfluoroalkyi compound). 
The gas-liquid separation film 6a allows for the release of carbon dioxide, etc. 
generated in the discharge reaction from the fuel tank 3 without leaking liquid fuel 4 
(venting system) (see paragraphs 29, 48, 49 and 51 ; figure 1 ). 

Regarding claims 4-6, the limitations recited therein are considered product-by- 
process limitations. "[E]ven though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." See In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) 
(see MPEP§ 2113). 

Regarding claims 10-12, Kashino is silent to the gas-liquid separation film 6a 
being a fuel adsorber. However, it is the position of the examiner that the fuel adsorption 
properties are inherent, given that the gas-liquid separation film 6a of Kashino is 
identical to the perfluoroalkyi surface-modified oleophobic inorganic membrane of the 
claimed invention. A reference which is silent about a claimed invention's features is 
inherently anticipatory if the missing feature is necessarily present in that which is 
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described in the reference. Inherency is not established by probabilities or possibilities. 
See In re Robertson, 49 USPQ2d 1949 (1999). 

Regarding claims 14, 15, 17 and 18, Kashino teaches a method of releasing 
carbon dioxide, etc. generated in the discharge reaction from a fuel tank 3 (vapor-liquid 
mixture) without leaking liquid fuel 4 (method for separating vapor from liquid), the 
method comprising providing a separation film 6a in a separation hole 6b (tank vent) of 
the fuel tank 3 wherein the separation film 6a is a porous fluorocarbon resin film treated 
to be oil repellent made by forming on a fluorocarbon resin film a polymer coating film 
having, most preferably, perfluoroalkyi groups (oleophobic membrane surface modified 
with at least one perfluoroalkyi group) (see paragraphs 29, 48, 49 and 51 ; figure 1 ). 

Regarding claim 16 and 19, Kashino is silent to a fuel adsorber. However, it is 
the position of the examiner that fuel adsorption properties of the gas-liquid separation 
film are inherent, given that the gas-liquid separation film 6a of Kashino is identical to 
the perfluoroalkyi surface-modified oleophobic inorganic membrane of the claimed 
invention. A reference which is silent about a claimed invention's features is inherently 
anticipatory if the missing feature is necessarily present in that which is described in the 
reference. Inherency is not established by probabilities or possibilities. See In re 
Robertson, 49 USPQ2d 1949 (1999). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 2, 3 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kashino as applied to claims 1 , 4-6 and 9-19 above, and further in view of 
Kenigsberg et al. (hereinafter "Kenigsberg") (U.S. Pat. No. 5,156,780). 

Regarding claims 2, 3 and 8, Kashino teaches gas-transmitting materials such as 
woven fabric, nonwoven fabric, net and felt used in addition to the porous fluorocarbon 
resin film discussed above (see paragraph 52), but is silent to the use ceramics or 
metals. Kashino is silent to hydrophilic components of the porous fluorocarbon resin 
films, fabrics, nets and felts. 

Kenigsberg teaches a substrate (inorganic membrane) treated (surface-modified) 
to achieve permanent water and oil repellency while the porosity thereof, wherein any 
porous substrate my used such as glass, plastic, wood, ceramic and the like (see col. 3, 
lines 52-54; col. 8, lines 12-38). Many ceramics are porous and naturally hydrophilic. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have used the substrates of Kenigsberg in place of the fabrics, net and felt of 
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Kashino because they are all functional equivalent supporting materials for the gas- 
liquid separation film. Furthermore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to have used a metal mesh as suggested 
by Kenigsberg's "and the like" because metal mesh is inexpensive and demonstrates 
high workability. 

8. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kashino, 
as applied to claims 1 , 4-6 and 9-19 above. 

Regarding claim 7, Kashino is silent to the pore size of the gas-liquid separation 
film 6a. However, the size of a pore is known to affect the volume and rate of flow of 
fluid through the pore. Pore size is therefore a known result effective variable. It has 
been held by the courts that discovering an optimum value or workable ranges of a 
known result-effective variable involves only routine skill in the art, and is thus not 
novel. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980) (see MPEP § 
2144.05). 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to STEPHAN ESSEX whose telephone number is (571 ) 
270-7866. The examiner can normally be reached on Monday - Friday, 7:30-5:00 EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dah-Wei Yuan can be reached on (571) 272-1295. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/SJE/ 

/Dah-Wei D. Yuan/ 

Supervisory Patent Examiner, Art Unit 1795 



